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REMARKS 

The foregoing amendments and the following remarks are made in response to the 
Office Action dated October 5, 2009 ("Office Action"). At the time of the Office Action, 
claims 1-11 and 13-25 were pending and were rejected under 35 U.S.C. § 103(a). Claims 1, 

4, 5, 9-1 1, 13 and 19 have been amended herewith. The objections, rejections and responses 
thereto are set out forth below. Claims 1-11 and 13-25 are allowable, and the Examiner is 
respectfully requested to withdraw the rejection and issue a Notice of Allowance. 

I. Rejections Under 35 U.S.C. § 103(a) 

Claims 1, 3, 9-10, 13 and 25 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,651,086 to Member, in view of U.S. Patent No. 
6,212,548 to DeSimone, and in further view of U.S. Patent No. 6,941,345 to Kapil. Claims 

5, 7, 11, and 19 were rejected under 35 U.S.C. 103(a) as being unpatentable over Manber, 
DeSimone, U.S. Patent No. 7,130,884 to Maehiro, and Kapil. Claims 2 and 14-15 were 
rejected under 35 U.S.C. 103(a) as being unpatentable over Manber, DeSimone, Kapil, as 
applied to claims 1 and 13, in view of U.S. Patent No. 6,496,851 to Morris. Claim 4 was 
rejected under 35 U.S.C. 103(a) as being unpatentable over Manber, DeSimone, and Kapil, 
as applied to claim 1, in view of U.S. Patent Application Publication No. 2003/0064807 to 
Walker. Claims 6 and 20-21 were rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manber, DeSimone, Maehiro and Kapil, as applied to claims 5 and 19, and further in 
view of Morris. Claim 8 was rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manber, DeSimone, Maehiro, and Kapil, as applied to claim 5, and in further view of 
Walker. Claims 16-18 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manber, DeSimone, Kapil, and Morris, as applied to claim 15, and in further view of Walker. 
Claims 22-24 were rejected under 35 U.S.C. 103(a) as being unpatentable over Manber, 
DeSimone, Maehiro, Kapil, and Morris, as applied to claim 21, and in further view of 
Walker. 
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Independent claim 1 has been amended to incorporate certain features, some of which 

were set forth in previous claim 4. Member, DeSimone, Maehiro, Kapil, Morris and Walker 

fail to disclose, suggest, or render obvious at least the following features that are recited in 

independent claim 1 : 

• issuing a request for permission for the second sender to join the IM 
chat session, the request for permission being issued to the first sender; 

receiving a reply from the first sender granting permission for the 
second sender to join the IM chat session; and 

in response to receiving an indication from the recipient and the first 
sender to establish an IM chat room with the second sender, instituting the IM 
chat room between the recipient, the first sender, and the second sender. 

As set forth above, the IM chat room between the recipient, the first sender, and the 
second sender is established in response to receiving an indication from the recipient and the 
first sender to establish an IM chat room with the second sender. A non-limiting example of 
the recited claim language is set forth in paragraph [0063] of the published application where 
the application states that "if both Romeo and Juliet approve of Mercutio's participation, then 
a three way IM chat session may be established between Juliet, Romeo, and Mercutio." 
Additionally, certain features of previous claim 

Manbar was cited to reject the language of previous claim 4. In general, Manber is 
directed to systems and methods for connecting two or more individuals to an Internet 
conversation. See Manber, Abstract. Manber, however, explicitly discloses that "[t]he 
techniques of the present invention allow an individual who starts a conversation to maintain 
full control over who is able to join that conversation as well as how many are able to join at 
any one time." (emphasis added). The Examiner's comments that "in Manber s system all 
entries are into the conversation are approved by the conversation starter" appear to be in 
agreement with such an understanding of Manber. Office Action, p. 15. Accordingly, 
Manber teaches against control of who may join a conversation by anyone other than the 
individual who starts the conversation. 
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Even if DeSimone, Maehiro, Kapil, Morris and Walker disclose control of who may 
join a conversation by anyone other than the individual who started the conversation, such a 
hypothetical combination of Manber with DeSimone, Maehiro, Kapil, Morris and/or Walker 
would be improper as it would defeat the explicitly stated purpose of Manber. See 
M.P.E.P.(V). In re Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984)([i]f proposed 
modification would render the prior art invention being modified unsatisfactory for its 
intended purpose, then there is no suggestion or motivation to make the proposed 
modification). Accordingly, even if the Examiner's comments regarding Walker are true, 
Walker cannot be properly combined with the Manber as such a hypothetical combination 
would defeat the stated purpose of Manber. For at least these reasons, withdrawal of the 
rejection of claim 1 is respectfully requested. 

Further, claim 4 has been amended to recite "revealing communications between the 
second sender and the recipient to the first sender prior to establishing the IM chat room 
between the recipient, the first sender and the second sender." A non-limiting example of the 
recited claim language is set forth in paragraph [0061] of the published application where the 
application states that "Mercutio's exchange with Juliet may be revealed to Romeo." Again, 
Manber' s stated purpose of allowing "an individual who starts a conversation to maintain 
full control over who is able to join that conversation as well as how many are able to join at 
any one time" teaches against "revealing communications between the second sender and the 
recipient to the first sender prior to establishing the IM chat room between the recipient, the 
first sender and the second sender." For at least the reasons set forth above, claim 4 is 
believed to be patentable. 

Turning to independent claim 5, Manber, DeSimone, Maehiro, Kapil, Morris and 
Walker fail to disclose, suggest, or render obvious at least the feature of "wherein the IM chat 
room between the recipient, the earlier sender and the latter sender utilizes the recipient's IM 
client to bridge the chat session between the earlier sender and the latter sender." For 
instance, Walker discloses that "the casino server 102' s Web site may include a chat feature." 
Walker, <J[ [0127]. Figure 1 of Manber does not disclose the recipient's IM client bridging a 
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chat session between any participants. Kapil, Morris, Maehiro and Manber have similar 
arrangements. Although DeSimone discloses peer-to-peer connections, it does not disclose 
the claimed "wherein the IM chat room between the recipient, the earlier sender and the latter 
sender utilizes the recipient's IM client to bridge the chat session between the earlier sender 
and the latter sender." For at least these reasons, withdrawal of the rejection of claim 5 is 
respectfully requested. 

Independent claim 9 has been amended to recite "wherein the IM chat room between 
the recipient, the first sender and the second sender utilizes the recipient's IM client to bridge 
the chat session between the first sender and the second sender." For at least the reasons set 
forth above, withdrawal of the rejection of claim 9 is respectfully requested. 

Independent claim 10 has been amended to recite "wherein the IM chat room between 
the recipient, the first sender and the second sender utilizes the recipient' s IM client to bridge 
the chat session between the first sender and the second sender." For at least the reasons set 
forth above, withdrawal of the rejection of claim 10 is respectfully requested. 

Independent claim 1 1 has been amended to recite "wherein communications between 
the latter sender and the recipient are revealed to the earlier sender prior to establishing the 
IM chat room between the recipient, the earlier sender and the latter sender" and "wherein 
the IM chat room between the recipient, the earlier sender and the later sender utilizes the 
recipient's IM client to bridge the chat session between the earlier sender and the latter 
sender." For at least the reasons set forth above, withdrawal of the rejection of claim 1 1 is 
respectfully requested. 

Independent claim 13 has been amended to recite "wherein the IM chat room between 
the recipient, the first sender and the second sender utilizes the recipient's IM client to bridge 
the chat session between the first sender and the second sender." For at least the reasons set 
forth above, withdrawal of the rejection of claim 13 is respectfully requested. 

Independent claim 19 has been amended to recite "wherein communications between 
the latter sender and the recipient are revealed to the earlier sender prior to establishing the 
IM chat room between the recipient the earlier sender and the latter sender" and "wherein the 
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IM chat room between the recipient, the earlier sender, and the later sender utilizes the 
recipient's IM client to bridge the chat session between the earlier sender and the latter 
sender." For at least the reasons set forth above, withdrawal of the rejection of claim 19 is 
respectfully requested. 

IL Petition for a Three Month Extension of Time 

This is a Petition for a Three Month Extension of Time pursuant to 37 CFR § 1.136. 
Please charge the fee in the amount of $1110.00 for a three (3) month extension of time 
pursuant to 37 CFR § 1.17(a)(3) and charge any underpayment or credit any overpayment to 
Deposit Account No. 50-0951. 

III. Conclusion 

For at least the reasons given above, claims 1-11 and 13-25 are believed to be 
patentable and notice of allowance is respectfully requested. The examiner is cordially 
invited to call the undersigned representative if clarification is needed on any matter within 
this response, or if the examiner believes a telephone interview would expedite the 
prosecution of the application to allowance. 

Respectfully submitted, 
AKERMAN SENTERFITT 

Date: April 5, 2010 /Peter A. Chiabotti/ 

Peter A. Chiabotti, Esq. 
Reg. No. 54,603 
P.O. Box 3188 

West Palm Beach, FL 33402-3188 
Tel: 561-653-5000 
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